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DETAILED ACTION 
Claim Rejections - 35 USC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 
102(e)). 

-2. Claims 1-5, 10, 11, and 13 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sasaki, newly cited. 

Sasaki discloses in Table 1 (page 13), and paragraph [0171], comparative 
example 13, which contains Pr comprising at least 30 weight percent of 
the rare earth content of the composition; Fe comprising at least 50 weight 
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percent of the transition metal content; and the alloy contains 0.39 weight 
percent oxygen. From the given weight percentages the atomic 
percentages are calculated to be REi4B 6 M 7 6. The alloy comprises 90 
weight percent of the RE2Fei 4 B (main) phase [0165]. The permanent 
magnet may be used in a motor or MRI system [0003]. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.SC 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sasaki, cited above. 

Sasaki discloses the claimed invention except for its use in a generator. 
Sasaki did however disclose its use in a motor [0003]. It would have been 
obvious to one of ordinary skill at the time the invention was made to employ 
Sasaki's permanent magnet in a generator for the purpose of providing said 
device with the same high energy performance characteristics useful in motors. 

5. Claims 14-19 and 21-26, 28, and 29 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Laskaris, et al. (US6518867), previously cited, in 
view of Sasaki, cited above. Laskaris in figs. 7-9 discloses a yoke 61 comprising 
a first portion 62, a second portion 63 and at least one third portion 64 connecting 
the first and the second portion such that an imaging volume is formed between 
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the first and the second yoke portions; a first magnet assembly 1 1 attached to 
the first yoke portion; and a second magnet assembly 1 1 1 attached to the 
second yoke portion; the first permanent magnet body having a first surface and 
a stepped second surface facing the imaging volume; and at least one first layer 
of soft magnetic material 13 located between the first yoke portion and the first 
surface of the first permanent magnet body; at least one second layer 1 1 3 of soft 
magnetic material located between the second yoke portion and the first surface 
of the second permanent magnet body; wherein the at least one first and one 
second layer of a soft magnetic material comprises a first laminate of Fe-Si or 
amorphous Fe or Co-base alloy layers (col 5, lines 29-47); a base section 31 
having a major first surface attached to the at least one first layer of a soft 
magnetic material; and a hollow ring section 35 over a second surface of the 
base section, where the second surface of the base section is opposite to the 
first surface of the base section; wherein the system does not contain a pole 
piece or a gradient coil between the second surface of the first permanent 
magnet body and the imaging volume and between the imaging volume and the 
second surface of the second permanent magnet body (claim 49); and the 
system further comprises an RF coil and an image processor (fig. 7). Laskaris 
also discloses a method of making an MRI device, comprising: providing a yoke 
comprising a first portion, a second portion and at least one third portion 
connecting the first and the second portions such that an imaging volume is 
formed between the first and the second yoke portions; attaching a first precursor 
body to the first yoke portion; attaching a second precursor body to the second 
yoke portion; magnetizing the first precursor body to form a first permanent 
magnet body after the step of attaching the first precursor body; and magnetizing 
the second precursor body to form a second permanent magnet body after the 
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step of attaching the second precursor body (col. 2, lines 32-46); the step of 
magnetizing the first precursor body comprises placing a coil around the first 
precursor body; applying a pulsed magnetic field to the first precursor body to 
form at least one first permanent magnet body; and removing the coil around the 
first permanent magnet body; and the step of magnetizing the second precursor 
body comprises placing a coil around the second precursor body; applying a 

^pulsed magnetic field to the second precursor body to form at least one second 
permanent magnet body; and removing the coil from around the second 
permanent magnet body (col. 10 lines 10-38); wherein the first and the second 
precursor bodies comprise assemblies of plurality of unmagnetized rare earth - 
transition metal - boron alloy blocks; and the pulsed magnetic field comprises a 
magnetic field of at least 2.5 Tesla (col. 10, lines 54-57); further comprising: 
placing the plurality of unmagnetized alloy blocks on a support prior to the step of 
attaching the first precursor body; placing a cover over the blocks; shaping the 
blocks to form the first precursor body prior to removing the cover and the 

^support; removing the cover from the first precursor body; providing an adhesive 
material to adhere the blocks of the first precursor body to each other; and 
removing the support from the first precursor body (col. 1 1 , lines 1-35). Laskaris 
did not disclose a permanent magnet made of an alloy contain greater than 0.1 
but less than 0.6 weight percent oxygen. Sasaki shows that a permanent 
magnet employable in an MRI system having an oxygen content of .39 weight 
percent is an equivalent structure known in the art. Therefore, because these 
two permanent magnet materials were art-recognized equivalents at the time the 
invention was made, one of ordinary skill in the art would have found it obvious to 

^substitute Sasaki's permanent magnet for Laskaris'. 
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Laskaris in view of Sasaki did not disclose magnetizing the precursor body 
^at a temperature above room temperature or subjecting the permanent magnet to 
a recoil pulse. It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to magnetize the precursor body at a 
temperature above room temperature for the purpose of increasing the magnet's 
saturation magnetization and to subject the permanent magnet to a recoil pulse 
for the purpose of stabilizing the permanent magnet's field, since it has been held 
to be well known in the art to employ these methods. 

6. Claims 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
.-over Sasaki, in view of Laskaris, both references cited above. 

Sasaki did not disclose wherein RE comprises about 50 to about 90 
atomic percent Pr and about 0.5 to about 5 atomic percent Ce. Sasaki discloses 
the desirability of substituting for Nd with Pr because of the lower cost of Pr 
relative to Nd and for increased magnetization and orientation of produced 
magnets [0020 and 0022]. Laskaris discloses a magnet wherein RE comprises 
greater than 50 percent Pr and an effective amount of light rare earth elements 
including Ce (col. 5, lines 1-6). Since Sasaki and Laskaris are both from the 
^same field of endeavor, the purpose disclosed by Laskaris would have been 
recognized in the pertinent art of Sasaki. It would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to employ a 
magnet wherein RE comprises about 50 to about 90 atomic percent Pr and about 
0.5 to about 5 atomic percent Ce for the purpose of lower cost of Pr relative to Nd 
and for increased magnetization and orientation of produced magnets 
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Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
-(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 



8. Claims 14-17 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 4 and 13 of U.S. Patent No. 
7053743 in view of Sasaki, cited above. 

U.S. Patent No. 7053743 did not disclose the claimed permanent magnet 
material. Sasaki in paragraph [0003] disclosed the employment of his 
permanent magnet in an MRI system. It would have been obvious to one of 
ordinary skill at the time the invention was made to employ Sasaki's permanent 
magnet in U.S. Patent No. 7053743 for the purpose of providing the MRI device 
with high energy performance characteristics. 

Response to Arguments 

9. Applicant's arguments filed 1 1/6/06 have been fully considered but they 
are not persuasive. Applicant is arguing the weight percent of Pr in the total mass 



Application/Control Number: 10/666,697 Page 
Art Unit: 2832 

of his inventive alloy is at least 30. However, applicant's claim states that "at 
least 30" is the weight percent of Pr in the rare earth content of the alloy. The 
rare earth content totals 100 percent rare earth content, and the percent Pr of 
this 100 percent is at least 30. 

** 1 0. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 

"calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Ramon M. Barrera whose telephone number 
is (571) 272-1987. The examiner can normally be reached on Monday through 
Friday from 1 1 to 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Elvin G. Enad can be reached on (571) 272-1990. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 




Ramon M Barrera 
Primary Examiner 
Art Unit 2832 
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